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This is a Reply Brief under 37 CFR 1.193(b) (1) 



replying to the Examiner's Answer mailed June 17, 2004. 

1. Appellants note that the Examiner has accepted 
Appellants 1 Summary of the Invention at pages 2-4 of the 
Appellants' Main Brief, and therefore the Examiner accepts 
the statement of improved results achieved by the present 
invention as stated in such Summary portion of Appellants' 
Main Brief. 



Sir: 
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2. In the middle paragraph on page 3 of the 
Examiner's Answer, the Examiner implies or suggests that 
there is some relationship between improving "within-waf er- 
nonunif ormity (WIWNU) of the wafers" and improved 
selectivity achieved by the present invention. However, the 
Examiner has not established any basis for his conclusion, 
and Appellants respectfully submit that such conclusion 
stated by the Examiner is only based on speculation. 

Appellants' Main Brief points out very clearly that 
Grover teaches that it is the "unique chemistry" which 
provides improved selectivity in Grover, noting for example, 
pages 10, 11 and 17 of Appellants' Main Brief, as well as 
the top paragraph on page 20 of Appellants' Main Brief. 
Indeed, Grover is correct as proven by experiments conducted 
by Dr. Jacquinot and which appear in his Declaration (see, 
e.g., bottom paragraph on page 20 of Appellants' Main 
Brief) . 

Contrary to the argument of the Examiner in the 
middle paragraph on page 3 of the Examiner's Answer, Grover 
does not teach any relationship between the presence of 
surfactant and improved selectivity. 

3. In the first full paragraph under the heading 
"Response to Argument" near the top of page 4 of the 



- 2 - 



In re of Appln. No. 09/427,675 



Examiner's Answer, and again in the paragraph spanning pages 
4 and 5, the Examiner jumps to another conclusion, ignoring 
the fact that Grover provides no substantial or meaningful 
motive or incentive for incorporating surfactant. But this 
in any event is not a main argument of Appellants 1 . 
Instead, Appellants asked (and continue to ask) the question 
why would the person of ordinary skill in the art seeking a 
solution to problems faced by Appellants even consider 
Jacquinot when Grover already teaches a solution to the same 
problem by doing something substantially different, i.e. 
proceeding with Grover ! s "unique chemistry". The Examiner 
provides no answer to this question, and no rebuttal to 
Appellants 1 argument in this regard, e.g. that following 
Grover leads in a different direction away from Appellant's 
claimed invention . 

4 . In the second paragraph under the heading 
"Response to Argument" on page 4 of the Examiner's Answer, 
the Examiner sets up a straw man to knock him down. It 
should go without saying the references must be discussed 
individually to understand what each teaches individually, 
prior to the discussion of whether or not their combination 
would have been obvious to the person of ordinary skill in 
the art at the time the claimed invention was made. 
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Appellants both discussed the references individually and 
the nonobviousness of their proposed combination. 

5. The Examiner's comments in the first full 
paragraph on page 5 of the Examiner's Answer makes no sense 
to Appellants, but Appellants will try to answer based on 
what the Examiner seems to be saying. As regards the 
Examiner's "first of all" comment, i.e. "the reason for 
adding a surfactant [in Grover] is not the selectivity", 
this supports Appellants' position, i.e. here the Examiner 
appears to agree that adding surfactant has no relationship 
to improved selectivity. 

As regards the Examiner's "second of all" comment, 
the improved selectivity inherently obtained according to 
Appellants' claimed process is part of Appellants' invention 
"as a whole" and need not be claimed, e.g. In re Estes, 164 
USPQ 519, 521 (CCPA 1970) . Also see In re Ward, 141 USPQ 
227, 228 (CCPA 1964); Ex parte Tiemann, 157 USPQ 158, 160 
(POBA 1967); In re Wright, 6 USPQ2d 1959, 1962 (Fed Cir 
1988) . 

Improved selectivity is an inherent feature of 
Appellants' claimed subject matter, and is part of 
Appellant's invention "as a whole". 



- 4 - 



In re of Appln. No. 09/427,675 

6. In the bottom paragraph on page 5 of the . 
Examiner's answer, the Examiner attacks Dr. Jacquinot 1 s 
Declaration, so as to mostly brush it aside. For example, 
the Examiner chooses to brush aside or ignore the improved 
selectivity established by Dr. Jacquinot' s Declaration. 
Indeed, the Examiner admits that "the Declaration shows a 
better polishing selectivity between the TEOS and the 
nitride..., " but says that he may ignore this because "the 
claims do not have or include neither [sic] the selectivity 
nor the slurry stability." But, again, selectivity need not 
be claimed because it is part of Appellants 1 invention as a 
whole . 

Dr. Jacquinot 1 s test results as shown in his 
Declaration provide evidence of various kinds, these being 
briefly discussed for example at pages 20-23 of Appellants' 
Main Brief, relied upon by Appellants. For example, Dr. 
Jacquinot ' s Declaration shows the relative unimportance of 
the surfactant in the Grover slurry. It further shows a 
vast increase when the surfactant is added to the slurry of 
the Jacquinot primary reference. It also shows that the 
presence of surfactant in the Grover composition does not 
increase the stability of that composition, whereby real 
world experience with Grover would tell those of ordinary 
skill in the art that there is no meaningful advantage to be 
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achieved by using surfactant in the Grover composition, 
whatever small improvement might be achieved being offset by 
extra material and processing costs. 

Moreover, insofar as Dr. Jacquinot's Declaration is 
concerned, it is evidence. The law is clear that no 
evidence should be ignored, e.g. In re Khelghatian, 150 USPQ 
661, 663, footnote 2 (CCPA 1966) . Moreover, evidence of 
nonobviousness may be indirect, e.g. In re Blondel et al, 
182 USPQ 294, 198 (CCPA 1974). The Examiner improperly 
disregarded Dr. Jacquinot's Declaration. 

7. The Examiner has not answered or rebutted many 
of Appellants' arguments set forth in Appellants' Main 
Brief. As the Examiner has not answered or rebutted these 
points, it must be assumed that the Examiner cannot rebut 
same and has no answer for same. 

For example, Grover requires features which are not 
incorporated into the present invention. Grover therefore 
teaches away from the present invention and any reliance on 
Grover must result in subject matter which is quite 
different from what Appellants ' claims (pages 14-18 of 
Appellants' main Brief). 

Wherefore the Examiner has not met his burden in 
establishing a prima facie case of obviousness; and the 
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Examiner has not considered all the evidence, wherefore the 
rejection should be reversed. Such is again respectfully 



prayed. 



Respectfully submitted, 



BROWDY AND NEIMARK, P.L.L.C 
Attorneys for Applicant ( s ) 



By 




Sheridan Neima: 
Registration No 



20, 520 



SN: jaa 

Telephone No.: (202) 628-5197 
Facsimile No.: (202) 737-3528 
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